THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte GEORCGE CHANG
and ROSALI ND LUM

Appeal No. 1997-1770
Appl i cation 08/235, 488

ON BRI EF

Bef ore W NTERS, CARCFF and JOHN D. SM TH, Adnministrative
Pat ent Judges.

CAROFF, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

Thi s deci sion on appeal relates to the final rejection of
clainms 1-20, all of the pending clains in appellants’
appl i cation.

The clains relate to a nethod for detecting coliform
bacteria including E. coli (see claim1), and an associ at ed
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detecting nedium (see claim17) which includes a
$- D-gal act osi dase substrate and a car bohydrate netabolizable
by a plurality of coliform species but not netabolizable by E_

coli. Independent clains 1 and 17 are reproduced bel ow as

representative of appellants’ invention.

1. A net hod for detecting coliformbacteria and E.
coli, said nethod conprising the steps of:

(a) contacting a bacterial colony with a $ D
gal act osi dase substrat e;

(b) contacting said bacterial colony with a first
carbon source netabolizable by a plurality of
col i form speci es but not netabolizable
by E. coli, wherein netabolismof said first

car bon source provides a reaction product at
sai d col ony;

(c) detecting a first reaction product signal of
sai d $- D-gal act osi dase substrate at said
col ony;

(d) detecting a second reaction product signal of

sai d carbon source at said colony; wherein the
absence of both said first and second
reacti on product signals indicates the
presence of non-coliform bacteria in said

col ony, the presence of said
first and absence of said second reaction
pr oduct signal indicates the presence of E.
coli in said colony, and the presence of
said first and
second reaction product signals indicates the
presence of non-E. coli coliformbacteria
in said colony.
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17. A sterile nediumfor use in detecting coliform
bacteri a and E. coli, said nmedium conpri sing:

(a) a $-Dgal actosi dase substrate;

(b) a carbohydrate netabolizable by a plurality of
coliform speci es but not netabolize by E.

(c) salts.

The followi ng references of record are relied upon by the

exanm ner as evidence of obvi ousness:

Edber g 4,925, 789 May 15,
1990 Roth et al. (Roth) 5, 210, 022 May
11, 1993

"Dehydrated Culture Media and Reagents for M crobiology. in
Difco Manual ," 203-4 (10th ed., Detroit M, DI FCO Labs, 1984).

Chang, G, "Tactics for Conmbining the Coliformand Indole
Tests: Sinple Media for Both Total Coliforms and Escherichia
Coli," 53 Journal of Food Protection 910 (Qctober 1990).

Chang, G, et al. (Chang), "Tryptophan and Gal act osi de (TAG
Medi a: Sinple and Specific Ways to Enunerate E. coli and Tot al
Coliforms in Water and Food," 90 Society of M crobiol ogy, no.
0, 290, abstract Q12 (1990).

Bai nbridge, B. et al. (Bainbridge) "Inproved nethods for the
det ection of $-gal actosidase activity in colonies of
Escherichia Coli using a new chronbgenic substrate: VBzTM ga
(2-(2-(4-(%- D gal act opyr anosyl oxy) - 3- met hoxyphenyl ) - vi nyl ) - 3-
met hyl benzot hi azol i um t ol uene- 4- sul phonat e 80 FEMS

M crobiology Letters, 319-24 (1991).

Atlas, R et al. (Atlas), "Handbook of M crobiological Mdia,"
132, 178 (Boca Raton, FL, CRC Press, no date avail able).
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Brenner, K et al. (Brenner), "New Mediumfor the Sinultaneous
Detection of Total Coliforns and Escherichia Coli in Water,"
59 Applied and Environnental M crobiology, no. 11, 3534-44
(Nov. 1993).

All of the clains on appeal stand rejected under 35
U S C
§ 103 for obviousness.' The clains, and the references
appl i ed agai nst those clainms, are grouped as foll ows:

1. Cdainms 1-7, 9, 11-14, 17 and 19 (Edberg).

2. Caim10 (Edberg in view of Bainbridge, Brenner or

Rot h) .

3. Cainms 15-16 (Edberg in view of either Chang
reference).

4. Clainms 8, 18 and 20 (Edberg in view of the Difco
Manual or the Handbook of M crobi ol ogical Media).

Based upon the record before us, we agree with appellants

that the exam ner has failed to establish a prinma facie case

of obviousness. Accordingly, we shall not sustain any of the

rejections at issue essentially for the reasons presented in

The exam ner has indicated in an Advisory Action (Paper
No. 10) that all previously applied rejections under 35 U. S. C
8 112 have been overcone by anmendnent of clains. Accordingly,
there are no 35 U.S.C. 8§ 112 rejections before us on appeal.
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appel lants’ Brief and Reply Brief.

For enphasis, we note that the teachings of Edberg are
crucial to each of the rejections before us. Accordingly, we
focus our remarks upon the shortcom ngs of that reference.
None of the other references applied by the examner in
conjunction with Edberg cure deficiencies of the primry
ref erence.

As indicated by appellants, a fair reading of the Edberg
di scl osure reveals a crucial difference between the teachings
of Edberg and appellants’ invention. Were the focus is on
detection of E. coli, Edberg suggests using a substrate which

is netabolizable by E. coli, e.g. a $- glucuronidase substrate.

To the contrary, appellants enploy a unique conbination of a

$- D-gal act osi dase substrate and a carbon source netabolizabl e

by a plurality of coliform species but not netabolizable by E

coli. The exam ner has failed to address this critical

di fference between Edberg and the presently clainmed invention.
In particular, the exam ner has failed to explain why it woul d

have been obvi ous from Edberg within the context of 35 U.S. C
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8§ 103 to use the two specific substrates of appellants’ clains
in tandemto detect coliformbacteria and E._coli. For the
nost part, Edberg teaches use of a single nutrient-indicator
substrate which is only netabolized by, i.e., is selective
for, a particular target mcrobe. It is true that Edberg
(col. 9-10; claim 16) also contenpl ates detecting both total
colifornms and E. coli sinultaneously by using a conbination of
a $-gal act osi dase substrate (for total coliforns) and a $-

gl ucuroni dase substrate (for E. _coli). The exam ner has not
presented any cogent reason, nor are we aware of any, why one
of ordinary skill in the art would have been notivated to

nodi fy this conbination to arrive at appellants’ invention by
repl aci ng the $-glucuroni dase substrate with a carbon source,

e.g. adonitol, which is nmetabolizable by a plurality of

coliform species but not by E. coli. Adonitol is nmentioned by

Edberg (col. 8, |. 3-16) but only in connection with a nethod

for detecting K. _pneunoniae. W find no suggestion in Edberg

to use adonitol in conbination with any other substrate, |et
al one in conbination with a gal actosi dase substrate in

particular for detecting coliformbacteria and E. coli.
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Conceptual ly, the differences between Edberg and
appel lants’ invention are significant. Wereas Edberg relies
solely upon positive test results to confirmthe presence of a
particul ar m crobe, appellants’ invention is capable of
detecting the presence of E. coli by negative inference when,
for instance, a negative result is obtained relative to the
sel ective carbon source (absence of a "second reaction product
signal") coupled with a positive result relative to the
gal act osi dase substrate (presence of a "first reaction product

signal"). In order to establish a prinma facie case of

obvi ousness, the exam ner would have to reconcil e these

di f f erences. He has failed to do so.
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For the foregoing reasons,

is reversed.

M_C: hh

REVERSED

SHERVAN D. W NTERS
Adm ni strative Patent Judge

MARC L. CAROFF
Adm ni strative Patent Judge

JOHN D. SM TH
Adm ni strative Patent Judge

t he decision by the exam ner
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